
iNT^^I 



United States PatentWd Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 

Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 223 1 3- 1 450 
www.uspto.gov 



I ATTORNEY DOC1CET NO. I CONFIRMATION NO. 



APPLICATION NO. 



FILING DATE 



FIRST NAMED INVENTOR 



09/748,286 



12/27/2000 



Yuzhong Shen 



7590 09/20/2004 

SUGHRUE, MION, ZINN, MACPEAK & SEAS, PLLC 
2100 Pennsylvania Avenue, N.W. 
Washington, DC 20037-3213 



Q62296 



4753 



EXAMINER 



LEE, ANDREW CHUNG CHEUNG 



ART UNIT 



PAPER NUMBER 



2664 

DATE MAILED: 09/20/2004 



Please find below and/or attached an Office communication concerning this application or proceeding. 



PTO-90C (Rev. 10/03) 



Office Action Summary 



Application No. 

09/748,286 



Examiner 

Andrew C Lee 



tpplicant(s) 

SHEN, YUZHONG 



Art Unit 

2664 



The MAILING DATE of this communication appears on the cover sheet with the correspondence address 
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DETAILED ACTION 
Drawings 

1 . The drawings are objected to because the labeled rectangular box(es) with S21 , 
S22, S23, S24, S25, S26, S27, S28 and S29 for Fig.2 and S31 , S32 and S33 for Fig. 3 
shown in the drawings should be provided with descriptive text or legends. Corrected 
drawing sheets in compliance with 37 CFR 1 .121 (d) are required in reply to the Office 
action to avoid abandonment of the application. Any amended replacement drawing 
sheet should include all of the figures appearing on the immediate prior version of the 
sheet, even if only one figure is being amended. The figure or figure number of an 
amended drawing should not be labeled as "amended." If a drawing figure is to be 
canceled, the appropriate figure must be removed from the replacement sheet, and 
where necessary, the remaining figures must be renumbered and appropriate changes 
made to the brief description of the several views of the drawings for consistency. 
Additional replacement sheets may be necessary to show the renumbering of the 
remaining figures. The replacement sheet(s) should be labeled "Replacement Sheet" in 
the page header (as per 37 CFR 1 .84(c)) so as not to obstruct any portion of the 
drawing figures. If the changes are not accepted by the examiner, the applicant will be 
notified and informed of any required corrective action in the next Office action. The 
objection to the drawings will not be held in abeyance. 
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Specification 

2. The abstract of the disclosure is objected to because undue length. The abstract 
should be a brief narrative of the disclosure as a whole in a single paragraph of 150 
words or less commencing on a separate sheet following the claims. Correction is 
required. See MPEP § 608.01(b). 

3. The disclosure is objected to because of the following informalities: 

• Pages 1 to 17 for Specification, pages 1 to 6 for the Claims, and page 1 
for the Abstract, line numbering should be incorporated in each page, or 
the paragraphs of the specification or Claims or Abstract should be 
individually and consecutively numbered using Arabic numerals, so as to 
umambiguously identify each paragraph. The number should consist of at 
least four numerals enclosed in square brackets, including leading zeros 
(e.g. [0001]). 

• Page 1 of the Claims, the title is not required. And the "Patent Claims" 
should be corrected as " I (or we) claim:" or "What is claimed is:" — while 
there is not set statutory form for claims, the present Office practice is to 
insist that each claim must be the object of a sentence starting with "l(or 
we) claim, ""The invention claimed is". 

• Page 2, line 19, the term "Internetaddress" should have a pace between 
Internet and address". Correction is required. 

• Page 1 of the Abstract, the title is not required. 
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Appropriate correction is required. 



4. The specification is objected to as failing to provide proper antecedent basis for 
the claimed subject matter. See 37 CFR 1.75(d)(1) and MPEP § 608.01 (o). Correction 
of the following is required: the claimed subject matter in Claim 5 "as a function of 
charges incurred on the telephone network (PSTN) for the establishment of the links 
(VA1 , VGW1 ) of the connection (VA1 , VGW1 , VB1 ) between the telephone-network 
terminal (TELA) and the Internet gateway (GW1)." is not disclosed in the specification. 
Referring to Claim 7, Page 3, line 5, the claimed subject matter "first receiving means 
(TRSW)"; Page 4, line 3, the claimed subject matter "recognition means (CPUSW)"; 
Page 4, line 7, the claimed subject matter "sending means (TRSP)"; Page 4, line 13, the 
claimed subject matter "second receiving means (TRSP)"; Page 4, line 18, the claimed 
subject matter "call setup means (TRSW)"; Page 4, lines 24 - 25, the claimed subject 
matter "second sending means (TRSW)" are not disclosed as what is described in the 
specification. Referring to Claim 8, Page 4, line 6 of Claim 8, the claimed subject matter 
"receiving means (TRSC)"; Page 5, line 3, the claimed subject matter "sending means 
(TRSC)" are not disclosed as what is described in the specification. Referring to Claim 
9, Page 5, line 6 of Claim 9, the claimed subject matter "call setup means (TRGW)"; 
Page 5, line 14, the claimed subject matter "call setup means (TRGW1)" are not 
disclosed as what is described in the specification. 
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Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 1 - 10 are rejected under 35 U.S.C. 102(e) as being anticipated by Zhang 
et al. (U.S. Patent No. 6661785 B1). 

Regarding Claim 1 , Zhang et al. discloses the limitation of establishing a 
connection between a telephone-network terminal (TELA), connected to a telephone 
network (PSTN) designed as an intelligent network, and an Internet terminal (TERB), 
connected to the Internet (INT) (Fig. 1a; Fig. 1b; column 4, lines 10-13), characterized 
by the following steps: The telephone network (PSTN) receiving from the 
telephone-network terminal (TELA) a request for a connection to a subscriber number 
assigned to the Internet terminal (TERB) (column 1, line 67; column 2, lines 1 - 2); 
- the telephone network (PSTN) routing the connection request to a service switching 
point (SSP) (Fig. 1a; column 3, lines 3 - 9); the service switching point (SSP) 
determining that the connection request is to be treated as a connection request to an 
intelligent network (Fig 1a; column 3, lines 7 - 9); the service switching point (SSP) 
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transmitting to a service control point (SCP) a service request message requesting a 
service for handling the request for the connection to the subscriber number assigned to 
the Internet terminal (TERB) (column 8, lines 38 -43); the service control point (SCP) 
determining an Internet address of the Internet terminal (TERB) assigned to the 
subscriber number (column 4, line 20; lines 40 - 42, lines 53 - 54); the service control 
point (SCP) transmits to the service switching point (SSP) a service message with the 
Internet address of the Internet terminal (TERB) (column 8, lines 62 - 64); the service 
switching point (SSP) establishes a connection through the telephone network (PSTN) 
to a (first) Internet gateway (GW1) via which the connection between the 
telephone-network terminal (TELA) and the Internet terminal (TERB) can be established 
(column 8, lines 38 - 43; column 9, lines 33 - 38); the service switching point (SSP) 
sends the Internet address of the Internet terminal (TERB) to the (first) Internet gateway 
(GW1) (column 10, lines 34 - 39); and the Internet gateway (GW1) establishes the link 
(VB1 ) of the connection between the telephone-network terminal (TELA) and the 
Internet terminal (TERB) via the Internet (INT) using the Internet address of the Internet 
terminal (TERB) (column 13, lines 26 - 33; lines 41 -44). 

Regarding Claim 2, Zhang et al. discloses the limitation of characterizing in that 
in addition to the Internet address of the Internet terminal (TERB), the service control 
point (SCP) determining the address of the (first) Internet gateway (GW1) (column 8, 
lines 59 - 64; column 10, lines 24 - 30), and that the service control point (SCP) 
transferring the address of the (first) Internet gateway (GW1) to the service switching 



Application/Control Number: 09/748,286 Page 7 

Art Unit: 2664 

point (SSP) for establishing the connection to the Internet gateway (GW1) (column 10, 
lines 31 -39). 

Regarding Claim 3, Zhang et al. discloses the limitation of characterizing in that 
the (first) Internet gateway (GW1) or the Internet terminal (TERB) transfers the Internet 
address of the Internet terminal (TERB) to the service control point (SCP) for storage in 
conjunction with the subscriber number of the Internet terminal (TERB) (column 1 1 , 
lines 58 - 67). 

Regarding Claim 4, Zhang et al. discloses the limitation of characterizing in that 
the service control point (SCP) determining the Internet address of the Internet terminal 
(TERB) from a table in which the address of the Internet terminal (TERB) is associated 
with a Universal Personal Telecommunications service number (column 11, lines 62 - 
65). 

Regarding Claim 5, Zhang et al. discloses the limitation of characterizing in that 
the service control point (SCP) determining the address of the (first) Internet gateway 
(GW1) as a function of a loading of communication paths of the telephone network 
(PSTN) or as a function of charges incurred on the telephone network (PSTN) for the 
establishment of the links (VA1 , VGW1 ) of the connection (VA1 , VGW1 , VB1 ) between 
the telephone-network terminal (TELA) and the Internet gateway (GW1) (column 4, lines 
22 - 28; column 8, lines 59 - 61 ). 
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Regarding Claim 6, Zhang et al. discloses the limitation of characterizing in that 
the service control point (SCP) determining an address of at least a second Internet 
gateway (GW2) and transfers the address of the first Internet gateway (GW1) and the 
address of the at least second Internet gateway (GW2) to the service switching point 
(SSP) (Fig. 3, column 14, lines 2 - 14). 

Regarding Claim 7, Zhang et al. discloses the limitation of a service switching 
point (SSP) for establishing a connection between a telephone-network terminal 
(TELA), connected to a telephone network (PSTN) designed as an intelligent network, 
and an Internet terminal (TERB), connected to the Internet (INT) ( Fig. 1a; Fig. 1b; 
column 4, lines 10-13), the service switching point (SSP) comprising first receiving 
means (TRSW) designed to enable the service switching point (SSP) to receive from 
the telephone-network terminal (TELA) a request for a connection to a subscriber 
number assigned to the Internet terminal (TERB) (column 1, line 67; column 2, lines 1 - 
2), characterizing in that the service switching point (SSP) further comprising 
recognition means (CPUSW) designed to enable the service switching point (SSP) to 
recognize that the connection request is to be treated as a connection request to an 
intelligent network (column 8, lines 10 - 15), in that the service switching point (SSP) 
further comprises first sending means (TRSP) designed to enable the service switching 
point (SSP) to send to a service control point (SCP) a service request message 
requesting a service for handling the request for the connection to the subscriber 
number assigned to the Internet terminal (TERB) (column 3, lines 29 - 31), in that the 
service switching point (SSP) further comprises second receiving means (TRSP) 
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designed to enable the service switching point (SSP) to receive from the service control 
point (SCP) a service message with the Internet address of the Internet terminal (TERB) 
(column 4, lines 40 - 42), in that the service switching point (SSP) further comprising 
call setup means (TRSW) designed to enable the service switching point (SSP) to set 
up a call through the telephone network (PSTN) to a (first) Internet gateway (GW1) via 
which the connection between the telephone-network terminal (TELA) and the Internet 
terminal (TERB) can be established (column 7, lines 54 - 57; column 8, lines 10-12), 
and in that the service switching point (SSP) further comprising second sending means 
(TRSW) designed to enable the service switching point (SSP) to send the Internet 
address of the Internet terminal (TERB) to the Internet gateway (GW1) (column 8, lines 
13-18; lines 38-43). 

Regarding Claim 8, Zhang et al. discloses the limitation of a service control point 
(SCP) for establishing a connection between a telephone-network terminal (TELA), 
connected to a telephone network (PSTN) designed as an intelligent network (column 2, 
lines 49 - 51 ; lines 66 - 67; column 3, line 1 ), and an Internet terminal (TERB), 
connected to the Internet (TNT) (Fig. 1a, column 4, lines 22 - 25), characterizing in that 
the service control point (SCP) comprising receiving means (TRSC) designed to enable 
the service control point (SCP) to receive from a service switching point (SSP) a service 
request message with which the service switching point (SSP) requests a service for 
handling a request for a connection to a subscriber number assigned to the Internet 
terminal (TERB) (column 4, lines 22 - 25; lines 40- 42), in that the service control point 
(SCP) further comprising means (CPUSC, MEMSC) designed to enable the service 
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control point (SCP) to determine an Internet address of the Internet terminal (TERB) 
assigned to the subscriber number (column 3, lines 3- 6), and in that the service control 
point (SCP) further comprising sending means (TRSC) designed to enable the service 
control point (SCP) to send to the service switching point (SSP) a service message with 
the Internet address of the Internet terminal (TERB) (column 3, lines 3- 6; column 4, 
lines 40-42). 

Regarding Claim 9, Zhang et al. discloses the limitation of an Internet gateway 
(GW1) for establishing a connection between a telephone-network terminal (TELA), 
connected to a telephone network (PSTN) designed as an intelligent network, and an 
Internet terminal (TERB), connected to the Internet (INT) (Fig. 1a, column 4, lines 22 - 
25), the Internet gateway (GW1) comprising call setup means (TRGW) designed to 
enable the Internet gateway (GW1) to set up a call between the telephone-network 
terminal (TELA) and the Internet terminal (TERB) (column 4, lines 25 - 28), 
characterizing in that the Internet gateway (GW1) further comprising receiving means 
(TRGW1) designed to enable the Internet gateway (GW1) to receive an Internet 
address of an Internet terminal (TERB) from a service switching point (SSP) (column 4, 
lin 67; column 5, lines 1 -2), and that the call setup means (TRGW1) are further 
designed to enable the Internet gateway (GW1) to set up the connection between the 
telephone-network terminal (TELA) and the Internet terminal (TERB) using the Internet 
address of the Internet terminal (TERB) (column 5, lines 31 - 39). 
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Regarding Claim 10, Zhang et al. discloses the limitation of a program module for 
an Internet terminal (TERB) for establishing a connection between a telephone-network 
terminal (TELA) (column 9, lines 48 - 53), connected to a telephone network (PSTN) 
designed as an intelligent network (column 2, lines 49 - 51), and an Internet terminal 
(TERB), connected to the Internet (INT) (Fig. 1 b, Fig. 3, column 8, lines 47- 51 ), the 
program module comprising program code, which can be executed by a control means 
of the Internet terminal (TERB) (column 9, lines 48 - 54), and detection means 
designed to enable the program module to determine that the Internet terminal (TERB) 
is connected to the Internet (INT) within a Internet session and which Internet address is 
assigned to the Internet terminal (TERB) for this session (column 9, lines 48 - 50), 
characterized in that: the program module further comprises sending means designed 
to enable the program module to send a message with the Internet address, together 
with a subscriber number assigned to the Internet terminal (TERB) (column 9, lines 53 - 
54; column 10, lines 24 - 26), to a service control point (SCP) of the telephone network 
(PSTN) (column 10, lines 28 - 30), so that the service control point (SCP) of a service 
switching point (SSP) can send a service message with the Internet address of the 
Internet terminal (TERB) when the service switching point (SSP) requests a service for 
handling a request for a connection to the subscriber number assigned to the Internet 
terminal (TERB) (column 10, lines 31 -40). 



Claim Rejections - 35 USC § 103 
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7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claim 1 1 is rejected under 35 U.S.C. 103(a) as being unpatentable over Zhang et 
al. (U.S. Patent No. 6661785 B1) in view of Jones et al. (U.S. Patent No. 6141341). 

Regarding Claim 1 1 , Zhang et al. discloses the limitation of an Internet terminal 
(TERB) (Fig. 1a, column 1 , lines 25 - 27), he fails to disclose explicitly comprising 
memory means (MEMTR) in which a program module is stored, and further comprising 
control means (CPUTR) designed to enable the Internet terminal (TERB) to execute 
program code of the program module. Jones et al. discloses the limitation of memory 
means (MEMTR) in which a program module is stored (column 3, lines 25 - 27), and 
further comprising control means (CPUTR) designed to enable the Internet terminal 
(TERB) to execute program code of the program module (column 3, lines 30 - 34). It 
would have been obvious to modify Zhang et al. to include a memory means (MEMTR) 
in which a program module is stored, and further comprising control means (CPUTR) 
designed to enable the Internet terminal (TERB) to execute program code of the 
program module such as that taught by Jones et al. in order to enable users to place 
and receive internet-based calls via the users existing equipment operating in its current 
fashion. 
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Conclusion 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Andrew C Lee whose telephone number is (571) 272- 
3131 . The examiner can normally be reached on Monday through Friday from 8:30am - 
5:00pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Wellington Chin can be reached on (571 ) 272-3134. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



ACL 1 3 September 2004 



p rim ary Examiner 



